TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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Before WLLIAMF. SM TH, \WEI FFENBACH and ELLIS, Adm nistrative
Pat ent Judges.

ELLI'S, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe final rejection of clains 8
through 16. daim1l7 is al so pending, but was wthdrawn from
consideration by the exam ner in accordance with 37 CFR §

1. 142(b).

! Application for patent filed April 15, 1992. According to
the appellants, this application is a continuation-in-part of
Application 07/617,030, filed Novenber 21, 1990, now abandoned.
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Claims 8 and 15 are illustrative of the subject matter on
appeal and read as foll ows:

8. A nethod of extending the life of a pesticidal
conposition conprising a m xture of dichlorvos and chl orpyrifos,
said nethod conprising subjecting said mxture to m crowave
radiation to extend life of the pesticidal conposition.

15. An aqueous pesticidal conposition having inproved
resi dual pesticidal protection prepared by the nethod of C aim8.

The references relied on by the exam ner are:

Sears 4,514, 960 May 07, 1985
Allan et al. (Al lan) 4,554,155 Nov. 19, 1985
W son 4,707, 355 Nov. 17, 1987

Clainms 8 through 14 stand rejected under 35 U.S.C. 8 103 as
unpat ent abl e over Sears in view of WIlson and All an.

Clains 15 and 16 stand rejected under 35 U S.C. § 102(b) as
unpat ent abl e over W|I son.

We reverse both rejections.

Rej ection under 35 U. S.C. § 103
It is well settled that the exam ner has the initial burden
of establishing a prima facie case of obviousness. 1In re
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. G r
1984); In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147
(CCPA 1976). This burden can be satisfied when the exam ner

provi des objective evidence that sonme teaching or suggestion in
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the applied prior art, or know edge generally avail able, would
have | ed one of ordinary skill in the art to conbine the
teachings of the references and to produce the claimed subject
matter. In re Fine, 837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598
(Fed. Cir. 1988). The teaching or suggestion nust be in the
prior art, and not in the applicants’ disclosure. In re Dow
Chemical Co., 837 F.2d 469, 473, 5 USPQd 1529, 1532 (Fed. Gr
1988). In the case before us, the exam ner has not provided a
singl e, coherent reason,? based on the applied references, or
general know edge, as to why it would have been obvious to one of
ordinary skill in the art to arrive at the clainmed nmethod of
extending the life of a pesticidal conposition by m crowaving a
m xture of dichlorvos and chlorpyrifos. Accordingly, the

rejection is reversed.

2 W direct attention to the exam ner’s conclusion on p. 5
of the final rejection (Paper No. 6) that

[i]t would have been obvious to one of ordinary skill in the
art to nodify Sears with the teachings of WIlson and allan
[sic, Allan] et al. since Sears teaches a bait as suggested
by W1 son who teaches the specific organophophates [sic,

or ganophosphat es] suggested by Sears and Allan et al.
suggests pva nay be used with pesticides including

chl orpyrifos and dichl orvos.
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Rej ection under 35 U.S.C. § 102(h)

According to the exam ner, “WIlson (‘355) discloses the
structural limtations of the instant clains. Nanely dichlorvos
and chlorpyrifos (colum 3, lines 57-68) m xture.” Final
rejection (Paper No. 6), p. 4. W recognize that when the
clainmed and prior art products appear to be “identical or
substantially identical, or are produced by identical or
substantially identical processes, the PTO can require an
applicant to prove that the prior art products do not necessarily
or inherently possess the characteristics of his clained
product.” In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-434
(CCPA 1977). Here, however, we do not find that the conposition
di scl osed by Wlson is nmade by the sane or substantially the sane
met hod as the clainmed conposition; nor does the exam ner contend
that they are. Rather, what we find on this record is an
assertion by the exam ner that the conposition in representative
claim 15 has the sane basic conponents as the conposition
described by Wlson. Final rejection, p. 4. However, the
exam ner has not provided any explanation as to the basis for his
finding. Wthout an explanation or reasons, it is inproper for
the to shift the burden to the appellants to establish that the

“product produced by m crowave radiation produces a structurally
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uni que pesticidal conposition which is unlike a sinple m xture of
di chl orvos and chlorpyrifos”; i.e., that there is a difference
between the clained and prior art products. Answer, p. 5.

| nherency nust be based on inevitability, and not specul ation.

In re Celrich, 666 F.2d 578, 581, 212 USPQ 323, 326 (CCPA 1981)
(“[1]nherency, however may not be established by probabilities or
possibilities. The nere fact that a certain thing may result
froma given set of circunstances is not sufficient”).

Accordingly, the rejection is reversed.

Since the exam ner has not discharged his responsibility of
establishing a prima facie case of (i) obviousness for the nethod
of clainms 8 through 14, or (ii) anticipation of the conpositions
of clainms 15 and 16, we need not consider the experinental data
in Tables 1-3 of the specification relied on by the appellants

for purposes of rebuttal.?

3 W do, however, direct the examner’'s attention to the
statenent in the Reply Brief that

[t]his is the first tine that the Exam ner has criticized
Appel lant’s [sic, Appellants’] evidence in support of
patentability. This “sandbaggi ng” approach to exam nation
is clearly inproper, grossly unfair to Appellant [sic,
Appel  ants], and shoul d not be tol erated.

We agr ee.
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Accordingly, the decision of the examner is reversed.

REVERSED

WLLIAMF. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
CAMERON VEI FFENBACH

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JOAN ELLI S
Adm ni strative Patent Judge

N N N N N N N N N N N N N



Appeal No. 94-4173
Appl i cation 07/868, 492

LARSON & TAYLOR
727 23rd Street, South
Arlington, VA 22202



